


CHAPTER 20: INTELLECTUAL PROPERTY
I. Trademarks
1. Nature of trademarks
· Definition: an identifiable feature that is used by a person for the purpose of distinguishing his goods or services from those of others
+ Certification mark= a special type of trademark used to identify goods or services that conform to a particular standard.
+ Distinguishing guise= the shaping of goods or their containers, or a distinctive mode of wrapping or packaging 
+ A proposed trademark
2. Business names
· The name of an established business is a valuable asset that forms part of the goodwill of the business.
· The name of all corporations, and those of some unincorporated businesses must be registered with the government under which the business operates. 
· Registration of a business name does not give a business the right to carry n business under that name if to do so would infringe the trademark of other businesses.
3. Protection of trademark
· Common law- the tort of passing off= a person commits the tort of passing-off when he misrepresents goods, services, or a business in such a way as to deceive the public into believing that those things are the goods, services, or business of some other person, thereby causing damages to the latter.
+ Purpose: protect the trademark owner from the sale of counterfeit goods.
· Goodwill= the benefit and advantage of the good name, reputation, and connections of a business
· Elements of the tort of passing-off:
+ The plaintiff’s goods, services, or business must enjoy a reputation that is of some value worth protecting
+ The defendant must have misrepresented its goods, service, or business as those of the plaintiff.
+ There must either be actual confusion or a likelihood of confusion in the public’s mind between the goods, services, or business of the plaintiff and those produced or licensed by the defendant.
+ The plaintiff must suffer or be likely to suffer damage in consequence of the passing-off
4. Section 7 of the Trade-marks Act (for unregistered trademarks)
· Prohibits: 
+ Making a false or misleading statement tending to discredit the business, wares, or services of a competitor
+ Directing public attention to one’s wares, services, or business in such a way as to cause or be likely to cause confusion in Canada between those wares, services, or business and the wares, services, or business of others.
+ Passing- off other wares or services as and for those ordered as requested.
+ Making, in association with wares or services, any description that is false in a material respect and likely to mislead the public as to their character, quality, geographic origin, or mode of production.
+ Doing any other act or adopting any other business practice contrary to honest industrial or commercial use in Canada.
5. Registered trademarks
· Provides a complete defense from any passing-off actions.
· May have exclusive use internationally
· Duration: 15 years and maybe renew indefinitely 
6. Requirements for registration
· The mark must not be:
+ A word that is primarily merely the name or surname of an individual who is living or died within the preceding 30 years; a person may continue to use her own name despite the existence of a registered trademark.
+ Clearly descriptive or deceptively mis-descriptive of the character or quality of the wares or services, or of their places of origin
+ The name of any of the wares or services in connection with which it is used likely to be confused with another registered trademark 
+ A mark that is prohibited by sections 9,10, or 10.1 of the Trademarks- Act
+ A protected geographic, Olympic, Paralympic mark. 
7. Opposition proceedings
· The application did not comply with the various formal requirements for filing
· The mar is not registrable
· The applicant is not the person entitled to registration
· The mark is not “distinctive”
8. Actions for infringement
· Unauthorized use
9. Remedies
· Either court may grant almost the same. 
· If there is injury to the goodwill of the owner, then damages maybe awarded.
· If the defendant has profited from the infringement, an account of profits may be ordered. 
10. Assignment, licensing, and franchising
· When a business is sold, the rights in a trademark with which it is associated pass to the purchaser
+ Unregistered: new owner may seek to register it. Assignment is still valid even if it is unregistered. 
+ Registered: the fact of the assignment may be entered on the register
· When the business keeps the business but sell trademark (a product line doesn’t generate profits, so he sells it), in the eye of the public, that trademark is still associated with the original owner.
· When licensing a trademark, the owner may wat to continue to use that trademark and also to allow use by one or more other businesses, usually in return for payment of a fee or royalty.
+ A licensed user cannot transfer the trademark, doing this might constitute an infringement of the trademark.
· Franchiser will, in most cases, requires the franchisee market goods or services under the franchiser’s trademark. 
+ Usually insist on strict conditions in the franchise agreement, relating to matters such quality control, advertising, use of trademarks…
+ Breach of the agreement by a franchisee normally terminates its right to use the trademark
II. Copyright
1. World Intellectual Property Organization= a specialized agency of the US dedicated to harmonizing intellectual property laws and regimes worldwide
2. Digital rights management technology= a system collecting data about the licensing payment, use, and authenticity of a work
3. Format shifting= transferring purchased material, such as music from one of the owner’s device to another
4. Nature of copyright
· Based upon statute
· Rights of owner:
+ The right to produce or reproduce the work in question, or any substantial part of it, in any material form
+ The right to perform or deliver the work in public
+ The right to publish an unpublished work
· Royalty payments= fees paid for permission to use another person’s copyrighted material
· The Act listed examples of specific rights protected:
+ The right to translate the work
+ The right to convert the work from one form into another
+ The right to make a recording or film of the work
+ The right to communicate the work to the public by telecommunications
+ The right to exhibit the work in public
+ The right to authorize any of the above
· Moral rights= the non-transferable rights of an author or creator to prevent a work from being distorted or misused. Includes:
+ The right to integrity of the work
+ The right to prevent distortion or mutilation of the work
+ The right to prevent it from being used in association with some product, service, cause, or institution
+ Where the work is copied, published, or performed, the right to be associated with the work as author or to remain anonymous
5. Limits to copyright
· No copyright in a mere idea or thought
· Attaches to the expression of an idea in a material form
6. Works in which Copyright exists
· Literary works
· Computer software
· Dramatic works
· Communication signals and telecommunications
+ Fixed= stored in a permanent or lasting form
· Musical works
· Artistic works
· Performers’ performance
7. The protection of copyright 
· Registration- not necessary
· Duration:
+ Photographs: 50 years from the making of the original negative or plate
+ Cinematographic: 50 years after first publication
+ Posthumous works (not published before the death of the author): 50 years after the first publication
+ Jointly authored works: 50 years after the death of the last surviving author
+ Crown copyright: 50 years after the first publication
8. Ownership of copyright: initially to the author or creator of a work.
9. Assignment and licensing
· An owner of copyright may assign it, for payment of a royalty or by way of gift, or it may pass to heirs upon the death of the owner.
· May also assign only part of a copyright in a work or divide it territorially.
· May retain the copyright in a work but give the publisher a license to print or reproduce and sell it, again normally return for royalty.
· Collective rights society= a society to which authors of musical and dramatic works assign performing and communication rights and which grants licenses and collects fees.
10. Infringement of copyright
· Occurs when another person, without the consent of the owner does an act that only the owner has the right to do.
· An unauthorized public performance, communication, publication, or reproduction of a copyrighted work constitutes an infringement, as does the translation of a work, or recording, broadcasting, or exhibiting in public.
· A person who purports to authorize some other person to do any of those acts, without the copyright owner’s consent, also infringes copyright. 
· Can just be a part of the whole copyright
· Permitted uses:
+ Research, private study, education, or satire
+ Criticism and review
+ News reporting
+ Generate his or her own content for non-commercial purposes
· Remedies:
+ Damages for profit or income lost by the owner, or for conversion of the owner’s property
+ Accounting for profits made by the defendant as a result of the infringement (normally an alternative to damages)
+ Injunction to restrain the defendant from further infringement and to require the surrender of any offending copies. 
+ Statutory damages=damages a plaintiff may request instead of proving actual loss
III. Patents
1. Patents vs. copyright 
· While copyright comes into existence automatically upon creation of work, a patent exists only after a grant from the appropriate government body.
2. Nature of patents
· An inventor or the legal representative of an inventor may obtain a patent that gives the applicant a monopoly over the invention for a period over 20 years.
· In exchange for this monopoly, the inventor must make the invention public, by filing an adequate description of the invention, so that others will be able to duplicate the invention freely when the statutory 20-year period expires.
· Inventor has a choice:
+ Keep the invention entirely secret and continue to exploit it indefinitely but run the risk that some other person will sooner or later stumble upon the same invention or unravel the secret 
+ Reveal it and enjoy exclusive rights for a limited time.
3. Patentable inventions
· It must be:
+ An art, process, machine, manufacture, or composition of matter, or an improvement to such,
	Art- refers to the manual or productive arts
	Composition of matter- chemical formulae
+ New- Novelty
+ Useful- Utility
	Must have industrial value
+ Ingenuity 
4. Obtaining a patent
· Patent agent= a registered agent who pursues applications for patents on behalf of individual inventors
· Specification= the description of the invention, its use, operation, or manufacture
· Claim= a statement of the features claimed to be new and in respect of which the applicant claims an exclusive right
5. Protection of patent rights
· Patent rights last for 20 years, as long as the yearly maintenance fee is paid
· Any unauthorized act that interferes with the full enjoyment of the exclusive rights conferred by the patent is an infringement. 
· The usual remedies of damages, injunction, and accounting for profit are available for the patentee and to anyone claiming under him. 
6. Patents and the public interest
· Action for impeachment= an action challenging the validity of a patent
· Abuse of patent rights occurs:
+ If demand for the patented article in Canada is not being met to a reasonable extent and on reasonable terms
+ If the patentee is hindering the creation of new industries or damaging the public interest by refusing to grant licenses
+ If any trade, industry, or person engaged therein is unfairly prejudiced by the conditions attached to a pattern
+ If the existence of a patent has been used so as to unfairly prejudice in Canada the manufacture, use, or sale of any materials.
· Compulsory license= a license granted to a person to work a patent without the consent of the owner of the patent. 
IV. Industrial designs
· Definition: “feature of shape, configuration, pattern or ornament and any combination of those features that, in a finished article, appeal to and are judged solely by the eye”
· Protection by registration: 
+ Exclusive rights for 5 years, with the possibility of renewing the registration for one further term of 5 years
+ At common law, there is no property in an industrial design, except insofar as it may qualify for protection as a trademark.
+ Must register within 1 year after first publication
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